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DETAILED ACTION 

• This action is responsive to the following communication: an Amendment filed on 
08/17/06. 

• Claims 1-17 and 19-21 are pending in the present application. Claims 1,11 and 
16 are amended. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-17 and 19-21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Czyszczewski et al. (U.S. Patent No. 6,577,907) hereinafter 
Czyszczewski in view of Chang et al. (U.S. Pub. No. 2002/0055984) hereinafter Chang. 

Regarding claims 1 and 21, Czyszczewski discloses a method of distributing (col. 
7, lines 22-25) print job data from an e-mail enable printer (fig. 1, MFP device 10, 
capable or sending or receiving email with attachment for printing), said print job data to 
be printed by the e-mail enabled printer (col. 3, lines 1-5) said e-mail enabled printer 
capable of creating and sending e-mails, said method comprising: retrieving said print 
job data from a memory of said e-mail enable printer (col. 3, lines 30-32); attaching said 
print job data to an e-mail (col. 3, lines 30-32, see fig. 9D) created by said e-mail 
enabled printer; sending said e-mail and said print job data from said e-mail enabled 
printer to an e-mail enable device (col. 1, lines 50-51, send and receive email and col. 3, 
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lines 5-7, redirect to another printer or output device and see fig. 3, multiple MFP that 
can send and receive email with attachment); and storing said print job data in a job 
retention memory of said e-mail enabled device (col. 3, lines 5-6, hold for later access). 

Czyszczewski does not disclose expressly a printer and the recited elements that 
are part of the printer i.e. inside the printer (see fig. 1, multifunction controller with user 
interface 25). 

Chang discloses in figs. 4a to 4c that printer controller can be reside inside the 
printer as shown in fig. 4c. 

Czyszczewski and Chang are combinable because they are from a similar field of 
endeavor of communication and exchange of information between devices such as e- 
mail. At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the integration of the printer controller unit as taught by Chang 
with the printers (fig. 1 , 43) of Czyszczewski. The motivation for doing so would have 
been to reduce the cost of material when compared to implementing separate 
controllers (col. 10, paragraphs 118-121, see fig. 4c in Chang). 

Regarding claim 2,the combination (Czyszczewski) discloses the method of claim 
1, wherein said retrieving said print job data from said memory of said e-mail enabled 
printer comprises retrieving said print job data from a job retention memory of said e- 
mail enabled printer (col. 3, lines 5-7, hold a document for later access, also col. 3, lines 
10-40). 

Regarding claim 3, the combination (Czyszczewski) discloses the method of 
claim 1, wherein said retrieving said print job data from a memory of said e-mail enabled 
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printer is initiated using a device in connmunication with said e-mail enabled printer (col. 
3, lines 10-30, database record, and col. 6, lines 50-60, see fig. 4). 

Regarding claim 4, the combination (Czyszczewski) discloses the method of 
claim 3, wherein said device in communication with said e-mail enabled printer includes 
a network device selected from a group consisting of a workstation, an e-mail enabled 
printer, and an e-mail server (see fig. 4, email server 75). 

Regarding claim 5, the combination (Czyszczewski) discloses the method of 
claim 1, further comprising creating an e-mail for attaching said print job data to, said e- 
mail including an e-mail address (inherent that email needs and address to send the 
email and attachment to, see fig. 9E, enter email address or name of people to send 
email to). 

Regarding claim 6, the combination (Czyszczewski) discloses the method of 
claim 5, wherein said creating an e-mail for attaching said print job data to comprises: 
providing a list of available e-mail addresses; selecting at least one of said available e- 
mail addresses; and creating an e-mail addressed to each of said selected at least one 
available e-mail addresses (col. 12, lines 60-67 and col. 13, lines 1-9, see fig. 9D). 

Regarding claim 7, the combination (Czyszczewski) discloses the method of 
claim 6, wherein said providing a list of available e-mail addresses comprises: retrieving 
a list of stored e-mail addresses from a memory of said e-mail enabled printer; and 
displaying said list of stored e-mail addresses for selection (col. 13, lines 1-9, see fig. 
9D). 
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Regarding claim 8, the combination (Czyszczewski) discloses the method of 
claim 5, wherein said creating an e-mail for attaching said print job data to comprises: 
retrieving at least one e-mail address entered by a user; and creating an e-mail 
addressed to said at least one e-mail address entered by said user (col. 12, lines 60-67, 
see fig. 9D). 

Regarding claim 9, the combination (Czyszczewski) discloses the method of 
claim 1 , wherein said attaching said print job data to an e-mail created by said e-mail 
enabled printer comprises attaching said print job data to an e-mail addressed to at 
least one designated e-mail address (col. 13, lines 5-9, see fig. 9D, attachment can be 
text or PDF). 

Regarding claim 10, the combination (Czyszczewski) discloses the method of 
claim 1, wherein said sending said e-mail and said print job data to an e-mail enabled 
device comprises sending an e-mail and said print job data from said e-mail enabled 
printer to a network device selected from the group consisting of a workstation, an e- 
mail enabled printer, and an e-mail server (see fig. 3 and 4). 

Regarding claim 11, Czyszczewski discloses a method of distributing (col. 7, 
lines 22-25) a print job (fig. 1, MFP device 10, capable or sending or receiving email 
with attachment for printing), comprising: storing one or more print jobs in a memory of 
an e-mail enabled printer (col. 3, lines 5-7, hold a document for later process), each of 
said print jobs comprising data to be printed by the e-maii enable printer (col. 3, lines 1- 
5); selecting at least one of said print jobs stored in said memory of said e-mail enabled 
printer for distribution (col. 3, lines 30-32, see fig. 9D); creating an e-mail (fig. 9D and 
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9E); attaching said data of selected at least one print job to said e-mail (col. 3, lines 30- 
32, see fig. 9D, document attached as PDF or text); and sending said e-mail for 
distributing said data of said selected at least one print job (col. 1, lines 50-52, sending 
and receiving data such as e-mail via MFP device 10, i.e., the device 10 is networked 
such as fig. 3 and each MFP devices can send and receive email or fax). 
Czyszczewski does not disclose expressly a printer and the recited elements that are 
part of the printer i.e. inside the printer (see fig. 1 , multifunction controller with user 
interface 25). 

Chang discloses in figs. 4a to 4c that printer controller can be reside inside the 
printer as shown in fig. 4c. 

Czyszczewski and Chang are combinable because they are from a similar field of 
endeavor of communication and exchange of information between devices such as e- 
mail. At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the integration of the printer controller unit as taught by Chang 
with the printers (fig. 1, 43) of Czyszczewski. The motivation for doing so would have 
been to reduce the cost of material when compared to implementing separate 
controllers (col. 10, paragraphs 118-121, see fig. 4c in Chang). 

Regarding claim 12, the combination (Czyszczewski) discloses the method of 
claim 11, wherein storing one or more print jobs in said memory of said e-mail enable 
printer comprises: sending a print job to an e-mail enabled printer (col. 1, lines 50-53 
and col. 3, lines 1-5, also, see fig. 3); receiving said sent print job at said e-mail printer 
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(col. 1, lines 50-53); and storing said print job in a job retention memory of said e-mail 
enabled printer (col. 3, lines 5-7). 

Regarding claim 13, the combination (Czyszczewski) discloses the method of 
claim 11, wherein said creating an e-mail comprises (see. figs. 9D and 9E): retrieving a 
list of available e-mail addresses from said memory of said e-mail enabled printer (col. 
13, lines 1-9); selecting at least one e-mail address from said retrieved list of available 
e-mail addresses (col. 13, lines 1-9); and addressing an e-maii with said selected at 
least one e-mail address (col. 13, lines 1-9). 

Regarding claim 14, the combination (Czyszczewski) discloses the method of 
claim 11, wherein said creating an e-mail comprises (see figs. 9D and 9E): entering at 
least one e-mail address into said e-mail enabled printer using a control panel of said e- 
mail enabled printer (see figs. 9D and 9E); and addressing an e-mail with said at least 
one entered e-mail address (col. 12, lines 60-67). 

Regarding claim 15, the combination (Czyszczewski) discloses the method of 
claim 1 1 , wherein said selecting at least one of said print jobs stored in said memory of 
said e-mail enabled printer for distribution comprises (see figs. 9D and 9E): retrieving a 
list of print jobs stored in said memory of said e-mail enabled printer from said memory 
(col. 3, lines 5-10); displaying said list of print jobs stored in said memory (fig. 9E, col. 3, 
lines 5-7, document is hold for later access-it is implicit that when a document is stored 
or hold for later access therefore the user using the interface of fig. 9E can display a 
listing of the document for selection); providing a control panel (fig. 9E, user interface) 
for selecting at least one of said print jobs in said list of print jobs; and selecting at least 
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one of said print jobs using said control panel (fig. 9E, user interface, col. 12, lines 1- 
65). 

Regarding claim 16, Czyszczewski discloses a system for distributing (col. 7, 
lines 22-25) a print job, comprising (see fig. 3): a network (fig. 3, global network 50); and 
at least one e-mail enabled printer for communicating over said network (fig. 3, 25A and 
135A), said e-mail enabled printer comprising at least one microprocessor for operating 
said e-mail enabled printer (fig. 2, cpu 80), including translating data of said print job 
into an image format for printing by said e-mail enabled printer and attaching said data 
of said print job to an e-mail (fig. 9D and 9E, col. 13, lines 5-8); a display device for 
displaying said print job (fig. 9D and 9E), and a job retention memory (col. 3, lines 5-7) 
for storing said data of said print job for distribution. 

Czyszczewski does not disclose expressly a printer and the recited elements that are 
part of the printer i.e. inside the printer (see fig. 1, multifunction controller with user 
interface 25). 

Chang discloses in figs. 4a to 4c that printer controller can be reside inside the 
printer as shown in fig. 4c. 

Czyszczewski and Chang are combinable because they are from a similar field of 
endeavor of communication and exchange of information between devices such as e- 
mail. At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the integration of the printer controller unit as taught by Chang 
with the printers (fig. 1 , 43) of Czyszczewski. The motivation for doing so would have 
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been to reduce the cost of material when compared to implementing separate 
controllers (col. 10, paragraphs 118-121, see fig. 4c in Chang). 

Regarding claim 17, the combination (Czyszczewski) discloses the system of 
claim 16, wherein said e-mail enabled printer further comprises a control panel for 
selecting said print job form one or more print jobs displayed on the display device (fig. 
9E, col. 3, lines 5-7, document is hold for later access-it is implicit that when a 
document is stored or hold for later access therefore the user using the interface of fig. 
9E can display a listing of the document for selection). 

Regarding claim 19, the combination (Czyszczewski) discloses the system of 
claim 16, wherein said e-mail enabled printer further comprises at least one list of e-mail 
addresses for displaying on said display device (col. 12, lines 10-15). 

Regarding claim 20, the combination (Czyszczewski) discloses the system of 
claim 16, further comprising: an Internet connection for communicating with said 
network (col. 3, lines 19-20); an e-mail server for communicating with said network (fig. 
4, email server 75); and at least one workstation for communication with said network 
(fig. 4, A, B and C databases can be interpreted as a workstation). 

Response to Arguments 

Applicants arguments, see pages 6-7, filed 08/17/06, with respect to the 
rejection(s) of claims 1-17 and 20-21 under 102(a) have been fully considered and are 
persuasive. Therefore, the rejection has been withdrawn. However, upon further 
consideration, a new ground(s) of rejection is made in view of newly found prior art 
references due to newly amended limitations as cited in claims 1,11 and 16. 
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Contact Information 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andrew H. Lam whose telephone number is (571) 272- 
8569. The examiner can normally be reached on M-F (9:30-7:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kimberly A. Williams can be reached on (571) 272-7471. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. j ' ^ 

(/^ ' ' KIMBERLY WILLIAMS 

SUPERVISORY PATEMT EXAA/imcq 



